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DETAILED ACTION 


Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the separator as recited in claim 5, for 
example, must be shown or the feature(s) canceled from the claim(s). No new matter should be 
entered. 

A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the application. The objection to the drawings will not be held in 
abeyance. 

Specification 

2. The abstract of the disclosure is objected to because it does not avoid using the 
phraseology and language often used in patent claims (such as the term “means”), and also 
because, even though the claims are drawn to an apparatus, the abstract fails to sufficiently 
summarize the structure of the inventive apparatus. Correction is required. See MPEP 

§ 608.01(b). 

3. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: the term “separator” appearing at least in claim 5 does not have clear and 
proper antecedent basis in the specification as filed. For example, “Various methods are possible 
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to insure” [page 14, lines 6-7] may be replaced with “Various separators may be used to insure” 
in order to meet the proper antecedent basis requirement for the claimed subject matter. 

4. The use of numerous trademarks (i.e., “Kapton” appearing on line 2 of page 7, “Kynar” 
appearing on line 4 of page 7, and “Inframetics” appearing on line 9 of page 9) has been noted in 
this application. Each of these should be capitalized wherever it appears and be accompanied by 
the generic terminology. 

Although the use of trademarks is permissible in patent applications, the proprietary nature 
of the marks should be respected and every effort made to prevent their use in any manner which 
might adversely affect their validity as trademarks. 

Claim Rejections - 35 U.S.C. § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

6. Claims 1 through 21 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to reasonably convey 
to one skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. More particularly, while the specification does appear to 
define the upper limit of a “low” emissivity as being about 0.1 and a “high” emissivity as 
corresponding to a value of 0.9, it is hereby noted that the emissivity for any given material is 
highly variable and dependent on the temperature of the emissive surface of any given material, 



Application/Control Number: 09/991,002 
Art Unit: 3743 


Page 4 


but the specification fails to indicate to which temperature range or ranges these “defining” values 
correspond, and thus fails to provide sufficient a clear explanation as to what exactly is 
encompassed by either a “low emissivity” or a “high emissivity” as recited in the claims. Similarly, 
the specification fails to define or otherwise explain what is meant by a “high” dielectric constant, 
a “high” thermal conductivity, and a “high” dielectric strength as recited in claim 6 of the instant 
invention. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 

subject matter which the applicant regards as his invention. 

8. Claims 1 through 21 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

For example, each of the terms "low" and “high” in the claims are relative terms which 
renders the claims indefinite. The terms "low" and “high” are not defined by the claims, the 
specification does not provide a standard for ascertaining the requisite degree, and one of ordinary 
skill in the art would not be reasonably apprised of the scope of the invention. More particularly, 
as used to characterize the respective emissivity of various materials and/or layers recited in the 
claims, each of these terms renders the respective emissivity of the materials and/or layers 
indeterminate and the claims indefinite because, while the specification does appear to define the 
upper limit of a “low” emissivity as being about 0.1 and a “high” emissivity as corresponding to a 
value of 0.9, it is hereby noted that the emissivity for any given material is highly variable and 
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dependent on the temperature of the emissive surface of any given material, but the specification 
fails to indicate to which temperature range or ranges these “defining” values correspond. 
Similarly, the specification fails to define which values are included and which ones are excluded 
by a “high” dielectric constant, a “high” thermal conductivity, and a “high” dielectric strength as 
recited in claim 6 of the instant invention, thus rendering the aforementioned limitations indefinite 
with regard to the intended scope of protection sought. 

Furthermore, absent the recitation of a particular point of reference with respect to which 
a given layer is “an outer” or “an inner” layer, it is not clear with respect to which element or 
elements the “outer high emissivity layer” (as recited in claim 3, for example) is an “outer” layer 
and with respect to which element or elements the “inner layer” (as also recited in claim 3, for 
example) is an “inner” layer, thereby rendering indefinite the metes and bounds of protection 
sought by the claim. The same limitations appearing in claims 8 through 21 render these claims 
similarly indefinite. 

With regard to the claims, applicant is reminded that a claim limitation is to be 
automatically interpreted invoking 35 U.S.C. 1 12, sixth paragraph only if the claim limitation uses 
the phrase “means for” or “step for” modified with functional language only, and not by structure, 
material or acts for achieving the specified function. Any limitation including the term “means” 
but not use the entire phrase “means for” is therefore being interpreted broadly and not as invoking 
35 U.S.C. 1 12, sixth paragraph. Cf. Seal-Flex, Inc. v. Athletic Track and Court Construction, 172 
F.3d 836, 849-50, 50 USPQ2d 1225, 1233-34 (Fed. Cir. 1999). Also Cf. Morris, 127 F.3d at 



Application/Control Number: 09/991,002 
Art Unit: 3743 


Page 6 


1055, 44 USPQ2d at 1028. Also Cf Rodime PLC v. Seagate Technology, Inc., 174 F.3d at 524, 
531,41 USPQ2d 1429, 1435-36 (Fed. Cir. 1999). 

Claim Rejections - 35 U.S.C. §102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 

or on sale in this country, more than one year prior to the date of application for patent in the United States. 

10. As best can be understood in view of the indefiniteness of the claims, claims 1 through 21 
are rejected under 35 U.S.C. 102(b) as being anticipated by Clifford. 

Clifford discloses an electrostatically controlled spacecraft radiator essentially as claimed, 
including: an object or spacecraft outer layer 14 in the form of a metal plate [see column 3, 
lines 18-20] which may be the skin of a spacecraft [see column 4, lines 32-36]; and, a movable 
and flexible covering comprising composite electrostatically positioned members 12, each 
composite layer comprising an “outer” high emissivity wrinkled/crinkled metal layer and an 
“inner” dielectric layer comprising a plastic film [see Figure 2], the wrinkles being broadly 
readable on the “separator” as recited in claim 5 of the instant invention; a switchable DC electric 
power source 28 [column 3, lines 34-35], wherein a non-powered state of the outer high 
emissivity metallic coating causes a non-contact mode and a low heat transfer rate away from the 
spacecraft to occur and wherein a powered state of the same outer high emissivity metallic 
coating causes the contact mode and a high heat transfer rate away from the spacecraft to occur. 
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The relatively smooth metallic outer layer 14 is understood as inherently having a “low” emissivity 
as best can be understood in view of the indefiniteness of the term. Each wrinkled metal layer of 
the composite electrostatically positioned members 12 is understood as inherently having a “high” 
emissivity due to the roughness of the emissive surface, again as best can be understood in view of 
the indefiniteness of the term. 

The reference thus reads on the claims. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Andoh, Tokumasu et al., Gillery, and Babel et al. each discloses a multi-layer coating 
with given absorption and emittance characteristics, for spacecraft and/or solar collector 
applications. Webb, Shyffer, Riordan et al., Hnilicka, Jr., O’Sullivan, Jr., Lieberman, Fletcher et 
al., Charoudi, Altoz et al., Wing et al., Miyazaki, Cusson et al., Yun, Benson et al., and Potter 
each discloses a thermal switching mechanism of interest. Caplin discloses a dual function 
deployable radiator and radiator cover for a spacecraft. 

12. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ljiljana (Lil) V. Ciric, whose telephone number is (703) 308-3925. While 
she works a flexible schedule that varies from day to day and from week to week, Examiner Ciric 
may generally be reached at the Office during the work week between the hours of 10 a.m. and 6 


p.m. ET. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Henry Bennett, can be reached on (703) 308-0101. The fax phone number is (703) 305-3463. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0861 . 


lvc 


August 24, 2003 
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